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REMARKS 



The Examiner's non-final Office Action dated August 22, 2006, has been careft ily cot c e 
In fee present application, claims i and 8-18 are pending. Claims 13 and 15-17 are withdrawn from 
consideration subject to a Restriction Requirement. Claims 1, 8-12, 14 and 18 are objected. In view of 
the following remarks, reconsideration and withdrawal of the present basis for objecting to the claims 
herein of this uffh - - « is respectfully requested. 



Discussion of the Ob jection io Claims L 8-12, 14 and 18 



Claims 1, 8-12, 14 and IS are objected to for allegedly containing non-elected subject matter. 
Specific that 

" In addition to the election of group I, Applicants also elects the following species: 




wherein in formula I, R° is substituted isoxazoi-3-yi, Ri is H. R2 and G are direct bond, R3 is 
methyl, R4 is I, Q is methylene, V is piperadine, and M is isopropyl. Therefore, claims 1. 8- 
12, 14, 18 are being examined in part subject to the election made by applicant. 

Examination of the elected compound AND the entire scope of the invention encompassing 
the elected co; >p >und is defined b> common classification results in the following: 

in formula I, Ri. R2, R3. R4, V, G and M are as defined in claim I, Q is methylene, 
Ri) ^ <u , o-et isi N azo -3-> the sub titutents on the imidazole ring are attached to it as in 
u >- «> <• is vtD K v. vW i < d b v.o > - . ti 

identified herein, the remaining subject matter of claims 1, 8-1 2, 14, 1 8 are withdrawn from 

inei under 37 CFR § 1 142 as b awn t anon 
elected subject matter. The withdrawn compounds are pan « 1 ^ i u 

invention as they differ in structure and element and would require a separate search. In 
addition, a reference, which anticipates the examined invention, would not render obvious 
the wen examined subject 'at 



Claims i , 8-12, 14, 18 are objected to for containing non-elected subject matter. To 
" - N "'> diowance, the claitns must v 1 

allowable subject matter set forth above under Status of Claims." 
S e tl i tto page 3 ? 
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Applicants respectfully traverse the instant objection. 

Applicants respectfully submit that the Examiner's definition of the scope of the elected 
subject matter is improper. MPEP § 803.02 states that: 

"A Markush-type claim ca n include mde penJ, , , s rs rat 

__ __ v __ i _< , 

1 _ render 

- - L c _I_ q { JJl< 1 ' 

-nms of that nature, the examiner may require .= ^ : > 
election of a single species prior to the examination on the merits. The provisional 
election should be given effect in the event that the Markush-type claim should be 
found not allowable. Following election, the Markush-type claim will be examined 
fully with respect to the elected species and fur ther to the e xtent necessary to 
- * — . ___ ^'_J_ t M ^ c-p. ~ 'fm !<• not allowable ca<\ p p.. 

a . bt limited to the Markush-type claim and claims to the elcted 
t e< aims drawn to species patentably distinct from the elected species 

held withdrawn from further consideration. 



^u_k! 1 _oj <0 a' : Qe iouu J Jut antk jpates _oi e e ccx- u -; e ut,?. 

_ _ ^ i\d If'v;-!', , i.s he • tou o 

that anticipates or renders obvious the Markush-type claim with respect to a rum- 
elected species, the Markush-type claim shall be rejected to the nonelected species 
held withdrawn from further consideration" (emphasis added) 

In the instant case, Applicants' provisional Election of Species merely provided the 
Examiner a starting point to perform the search. It is not a basis for the Examiner to restrict 
the scope of the search or the scope of the Markush-type claim, claims 1,8-12, 14 and IS. As 
no prior art was found that anticipated or rendered obvious the elected species, the Examiner's 
search should be extended until prior art is found that would anticipate or render obvious 
claims !, 8-12. 14 and 18 with respect to a non-elected species. Here, the Examiner indicates 
that the elected species and the above-defined elected subject matter are allowable, i.e., no 
prior art was found that anticipated or rendered obvious the above-defined elected subject 
matter. Thus, the Examiner should further extend the search until prior art is found that 
anticipates or renders obvious a non-elected species. Accordingly, Applicants respectfully 
request that the Examiner perform a search on the non-elected subject matter as required 
pursuant to MPEP § 803.02, and further request reconsideration and withdrawal of the instant 
objection to claims 1,842, 14 and 18. 
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Conclusion 



If there are any issues that can be resolved by a telephone conference or an Examiner's 
amendment, the Examiner is invited to call the undersigned attorney at (908) 23.1-3582. 



Date: September 11, 2006 



safiofi-aventis U.S. LLC" 
Patent Department 

: 6/F.O Box 6800 
Bridgewater. NJ 08807-0800 
Telephone (908)231-3582 
Telefax (908)231-2626 

Docket No. DEAV2002-0085 US NP 



Respectfully submitted. 




Jiang Lin, Registration No. 51,065 
Attorney for Applicant 
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